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This agreement (“Agzreement Yiis entered inta by and between DOMINION ASSETS LLC - Assignor™),
a Delaware limited fabiliy company having a principal place of business a1 46090 Lake Center Plaza.
Suite 208 Potomac Falls, \"inéi'ni.\ 20165, and ACACIA PATENT ACQUISITION LLC ("APACT™L. a
Delaware fimited labifin mmpam having a principal place of business at 6136 Frisco Square Blvd. Suite
383, Frisco, TN-75034 reollectively referved 10 herein as the “Parties™ and individually as “Party”). The
effective date of this -\unccmuh shall be the date an which the last Party execures this Agreement below
1he “Effective Date™, :

i BACKGROQUND

WHEREAS, Assignar is the fi:ole. and exclusive owner-of the U.S. Patents listed in Exhibit A, and all
palents. patent applications, fiieign patents. forcign patent applications, continuations. continuations—in-
part. divisionals. extensions, nnu\al\. reissues and re-examinations related 1o all inventions thereof.
including without limitation, «l” rights to claim priority on the basis thereot (collectively referred o as the

“Patents™): and

1o sell 1o APAC all of Assignor's righi, aitle and bvterest in and 0 the
'es to acquire all right mk and interest in and to the Patents,

jgnor desirdd
Patents and APAC, in ta, des
NOW, THEREFORE. in ¢or
other pood and valuable cons

WHUEREAS. Assi

ideration of the pramisés and mutual covenants contained herein and for
ration. Assignor and APAC agree as fotlows:

1. ASSIGNMENT

Tective immediately upon the dute of Acceprable Completion as set forth
clow. Assignor assigns, conveys. vansters and sells 10 APAC, or APAC's
anated Affitiate (as defined below i APAC wansfers or assigns its inerest in this
¢ : Seetion 9.2 herein, the entire right, tirle. and interest in and 1o the Patents,
IllLllldHlL without Himiwtion. sl rights of Assignor o sue Tor past. present and future
infringement ul the Patents. including the right w.collect and reccive any damages.
rovulties, or «Lulunuu\ for such past, present and future infringements. all rights to seek
and abtain i uuumm; or other equitable relief, and any and all causes of etion relating o
any ol the inventions or Jiscoveries described in the -Patems. and all goadwil)
connection w nh the foregoing, Assignor shall execute and deliver o APAC (or APACs
designated Afiiliate) a separate Assignment, which is auached hereto aé Exhibit B. and
such other dbcuments ac APAC tor APAC's desiunated Alfiliate) shall reasonsbly
require in o w comply with the terms set forth i this Agrcement, The term
“Alfiliate™ shall mean any entity that, directly or indirectiy. is contralled by or under
commai contfal of APAC.

120 Imestigation Period. Assiznor acknowledies and agrees that APAC shall undertake and
perform a due diligence investigation-of the Patems during the period of up © fve (3
davs following the Effective Date tthe “Investigation Period™. In consideration of
APACTs due iiligence imvestigation of the Patents. Assignor ayrees that, during the
Investigation Period. Assignor shall ot discuss, negotizte or pursue with any third parties
any offers ori proposals with respect to or otherwise relating 1o amy of the Patents.
o cooperate with APAC and © prompily, provide 1o APAC all
ssignor’s possession or control regarding the Patents, including. but naot
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pics of all files. information and documents relating w the Patenis, Onor
fetion of the Imvestigation Period, APAC shall provide written notice 10
wchusion regarding the investigation ol the Patents. The Tnvestigation
Period witl commence on the Effective Date and conclude on the garlier oft (i)
automatically LS9 POM. Paciiic Time. five (37 calendar dass following, but new
including the Effeetive Dater or (i) such time within the Investigation Period as APAC
ransmits writién nutice w Assignor of its conclusion reearding the insestigation of the
Patents.

History™ rand
lﬁcluxc the en

Due Diligencd :Completion. I APAC determines. to its satistaction amd i its sole and
absolute diserdtian. that the Patents are not encumbered (e.g.. no liens, fivenses cte.s and
that the title ni'!lhc Patents are held by the appropriate entity. then APAC shall deem the
Patents us acdeprable and transmit written notice o Assignor by the end of the
Imvestigation
Agreement shall comtimue with [l foree and effect (ollowing  such Acceplable
Completion ofjthe Mvestigation Period. Otherwise, iF APAC determines, dn its sole and
absadute discretion, that the Patents are not acceptable, then (1) APAC shall have no
payment oblightions or fiahility 1o Assignor hereunders and (i) this Agreement shalt

automaticalh lermm.m upen completion of the Investigation Period. For the purposes of

this Section
Investigation |
clectronic mail;

written notice of Acceptable Completion tor mutual extension of 1he
eriod} may be sent by {irst class mail, Tacsimile, recorded delivers or

Obligations of A ssivnur during the Inyestigaton Period. Nomithsanding anything 1 the
conkrary in Il\l\ Agreement. during the [nvestigmion Poriod, Assigner will ¢ii pay all
maintenance for the U.S, Patems on or betore their United Swates Patemt andd
Trademark O dice tthe “USPTO™ Surcharge Dates at the appropriate small or large entity
oo iy pab all foreign maintenance fees with respect w the Patents an or before their
ontinue the prosecudion ofany and all activities. matters and proceedings
SPTO and foreign patent oftices relating w the Patents, including without
relssues or reexaminations of any issucd United States patent and ihe
1d 1he cm\linuinﬂ prn:ectuinn nl' uny ;kncling United Stes or forejgn

limitation an
prosecution
patent applical ¢
the aceuravy on u\|11|’|clcn\.\~ of \Nunor IL[‘I\. entations and wareanties in Seetion 4.1
helow, Any s, fees and espenses related to such muinienance. prosecution of the
Patenis and ey fees incurred in the negotiation of this Agreement or consulting
support pravided by Assignor 0 APAC during the Investigation Period witl be harne by
Assignor. .

Grant Buck
preclucts in
embodied in 3
a limited. ney
rovaliv-iree,
\<\x-'lw\\l"< pr

2.1 with xc<pe

50 Stbject to Acveprble Completion and Assigner marking each of its
ONspicuoUs manmer o a5 0 identiiy | each ol the dppllulbk Patenty
ch products te.g. ULS, Patent N, S3776d), APAC shall grant 1o Assignar
Nelusive, non-transierable rescept as provided for in Seetion 2.2 below 1,
rsonal right and license under the Patents 1 make. use, offer (o sell or sell
1c1s or services (the "1 Other than as detailed herein this Sectjon
3t to the License, oo ather rights or licenses under the Patents are granted.

License Transterahilite. The License ¢ramed under the Patents may be wansferred to a
third purty ta #Traosfer™ that is now an Exclusive. Parry tas defined below) and is cither

Page 2 o1 16
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3. CONSIDERATION

tiythe purchs u of all or \Lll‘~t\\|\lldn\ uH of the operating asscts of Aszignor, or i lln.
successor ol (Assignor in connection with a merger invalving the sale of all.
substantially .\ll of (he nutstanding capiial stoeh of Assignor teach of (11 and (i) a
“Permitted I'nnﬂem The Permitied Transterce will assume all the rights and
IL\P\‘I\\II‘IUHL\ of ~\Ss|-'n0r under the License, Assignor shall provide APAC with thiry
(301 dass prigr written notice of such pwpmul Transfer, Uxcept in the case of a
Permined Trapsferee as provided abave. the License granted under the Patems is non-
wansterable the Assignor achnowledges and agrees thar Assignor shall not cause or
permit an { sive Party o claim osnership or entitlement 1o any License or otherwise
obtain or he deemed 1 obwain, direetly or indircetts. any rights, benefits, licenses or
immunities. iniwvhole or in part. under any License, whether by, through, as a result of, or
otherwise inf:connection with any  agreement.  contract.  transaction or  business
combination with Assiznor. APAC shall have the sole and exclusive right under the
Parents to deal with one or more Exclusive Partics in any and all wmatters refating 1o the
Patents, mdm_ g without limitation any and all direct and indirect offers for sale and

“sales of plmlum and services. in whole or in part. covered by he Patents 10 Faclusive

Partics. he “Uaclusive Pariy ™ shall men:

(i
' Patents:

thy w parry infringing any claim from any of the Paents: or

party - with which  APAC has inftisted o undertaken Heensing
communications, Jiscussions wndor negotiations or otherwise asserted ans
ujl'the Patents against, :

As used in m),lhmuuh (o) above. the term -
any and all ul;.m Exclusive Pamy’s alfilimes.

‘Exclusive Parta™ shall be deemed 1o include

RER

o8 V0110

CONFIDENTIAL

Rorvaley Pavmibnts, Also in consideration of the rights assigned 10 APAC hercunder.
Assignor’s share af the Net Proceeds (as defined below i shall be equal o fifty percemt
(30701 of Net Rrocecds. APAC s share of the Net Proceeds shall be cqual w fifiy pcrcém
130%) ol \k;_ Proceeds. APAC shafl allocate and remit Assignors share of the Net
Procecds as [allews: '

(i seventy percent (7 e of Assignor's share of the Net Proceeds shall be
due Assignor (e thiny=Tive pereent (3375 of the Net Proceedsi: and
(i) thiny percent (30%) of Assignor™s share of the Net Proceeds shall be due

1o fLeverage tne (i.e.. fifieen percent (13%%) of the Nel Pracesdst.
For purpuses bereot. the following terms shall have the fallowing meanings:
'-.i—-l

“Towl

[Reconeries™ shall mean all amounts actually received by APAC afier
Acceptable Completion from the licensing, enforcement ar sale of the Patents

includiy

i

ng all Heensing proceeds and recoveries tront any B suits or settfements.

| Page Jal'le

slectaratony judement plaingit or an infringement delfendant under ans of

yL-
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-

Casts”™ shall mean all costs and expenses incurred with third partics in
on with prosecuting. licensing. enforcing or Jefending the Patents,

Gy aflorney s’ and paralegal fees (whether an an hourly or contingent basis and
b

i

whether for yeneral or focal counsell. costs and disbursements:
fées and costs of comuliants, enperts ar technical advisors:
el and lodeing expenses:

ey duplicating. seeretarial, stenographer. postage. courier and similar evpenses:

ter filing fees wnd other Patent Office fees or costs:

(1 coun costs:
(¢} legaband other costs related 10 any re-examinmion or reissue proceeding:
thy Iebal and other costs incurred in defending any action or counterelaim with
iy . . e . .
respect 10 any fiigation related w the Patents or litigation resulting
' 1huulmm.
(il al and other vosis in prosecuting or processing amy U8, or foreign

wWitnsnion in part application: and

Toreign tax now or hereatier imposed by any non-L.S. gav ernmental or

1w APAC in an amoun \.\[\hll 1 llu \P\C Cosis, lh:ll 10 -\P—\C nnd
ssignor in pmponmn o their respective shaves of the Net Procceds. All Taves tas
defined below) shall be the financial responsibiliy of the Party obligated to ey such
Taxes as determined by (he applicable law and neither Party is or shall be lable at any
time for any he ather Party s Taxes incurred in connection with or refated to amoums
paid under ( Agreement. The term ~Tanes™ shall mean any federal. stawe. local.
mumuml ar mhu --mmnmemﬂl raxes, dullu\ l\.\l\.\ h.u eN

Innu.xuon
(a) tate or loecal sales ar uase wnes;
thi inmport. value added or consumprion tas:

b husiness wranstor an:

i . .
di Y taxes impesed or based on ar with respect 10 or measured by any net or
Q0SS invome or receipts of eithar Party: o

Page 4 ol to

plicaion, including withow limitation, any continuing, application or

ises or nullx 'umnu as a’
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i

© patemt applic

H

H Taxes are re unud 1o be withheld on any amounts otherwise 1 be paid by one Pary 1o

Wving Party <hall deduct and set of T such Faxes from the amount otherwise
the receiving Party and pay them o the appropriate taving authority .

the other. the
due and owed

Reparting Pavients, AH amounts pavable 1o Assignor with respect 1o Net Proceeds. i

any, shall be.dde within thirty (303 calendar dayy atfier the end of each calendar quanu i

Within thiry ¢301 calendar days after the end of zach quarter that Total Recoveries are
received, AP \( will provide Assignor with a report of Total Recoveries, APAC Costs
and Net I’ruccul:. if any, for such catendar quarter, Assignor shall have the right w audit
such reports i becordance with Section 3.2 below. Al other payments from one Party 1o

1i s . - . o . Lo .
the other bereander shall be due and pas able wiithin thirts (300 davs tollowing receipt of

the applicable invice.

M
Assisnor Avaflabilicv, Assigoor will be available swhen necessan o assist and consih
with APAC of itz atrormey s on marters refating 1o the Patenis. I um” pending applicitions
of the Patents exist, at the request and cost of APAC, the Assignor shall execure all
documents including, bav not fimited . powers ot antorney and perform all acts as
e necessary (0 enable APAC W0 control prosecation of such applications, In the evem
that the loumnn\ of anmy emplos ee, divector. olficer. consuliam or agent of '\munm is
wken in any 4\1:un relating 10 the Patents. APACs atorneys will represent such party
without addiidhal charge. and Assignor and such parts will cooperate with APAC and its
auomeys in preparing for such estimony. APAC wilf pay for Assignor's reasonable ow
of pocket trave} expenses incurred at the request off APAC and any such expenses will he
weated as an ,~\i’,\( Casl.

Mainicnanee ‘mcl Proseeytion. For so fong as this Agreement is in cifect. APAC shall
have the rightiiat it's sole and absolute discretion. in continuing the prosecution of any
ns. maimaining the Patents and abandoning any Patents ar applications.

4. REPRESENTATIONS AND WARRANTIES

4.1
.t ARG
] P
CONFIDENTIAL

Assignor Représentations and A\ arranties. Assiznor represents and warrants 10 APAC
that, as of the Lifective Date burear '

4.0 ris the sole owner of the Patents and has alt right. title. claims. interest
ileges arising from wuch ownership, free and clear of any liens, security
imcrcél.\ cncumbrances. Ffights or resirictions;

1!
the I\lunn\ of all imentors n! the imentions described in the Patents has been
closed 10 the U.S. Patent Office as required by U8, law:

nts (i) are not the product or subject of any joint deselopment activity or
agreaient with any third party: (i) are not the subject af any consortia
agrecrivent: and tils have not been financed in whole or in part by any thivd parts

dlents remain in full force and :'flul as of the Effective Date of this
Agrecinent:

Page 3ol I6
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4,15, there has been no assiynment, license. cross-license, wanster. or canveyance of
any rights, titde, eltims, interest or privileges with respect 1w the Patents o any
third party: and the Patents are not subject to a covenant not @ sue:

4.1.6.

i includes the Patents, and i any related patents. patent applications.
foreighy  patents,  foreign applications,  continuations.  continuations-in-part.
divisithals, extensions, renewals, reissues. re-examinations. or any issued patents
which e subject 1 a Terminal Disclaimer under 37 C.F.R. $1.321 are omitied.
the Pugties agree tat they shall be automatically included in such exhibir:

i

4070 all maintenance fees that have becoame due have been paid in full ¢ ror
Paten{s at the appropriste small or large entity fee rater and Gid for for
Patents:

i

408, all prosecution fees refated 10 the Patents that have become due have been paid in
full: i

419, the P ﬁulh are not and have nat been subieet v any action or pmuulu\\'
conee mnv their validine, enforceability. insentorship or ownershipe |

ER NI '\ui-- wr has no knowledge of any facis that enuld 2ive rise o a claim that the

Putmls are imvabid or unenforceable: und Assignar has. nat engaged in any
Lop omined © perform any necessany act, the result of which would
ite the Patents or preclade their gnlu_lccnl‘-i‘li(_\;

ST Ass has all requisite legal and corparate power and authority o enter ino
cement, 10 consummiate the seansactions contemplated hereby . and o

i and perrorm its obligations under the terms of this Agreement: and

4,112 the exgawian, delivery. performance of and compliance with ihis Agreement has

resthied and will not result in ans violation of, er conflicr with. or constiwie &
defaulil under (with or without notice or lapse of time. or boih). or give rise 10 a
right of termination. cancellation or acceleration of any .\Nm.umn or lass of any
benely 'nndu' any agreement to which Assignor is a parts .

4.2, APAC Representations and Warranties. APAC represents and warrants o Assignor that.
as ol the Erfective Date hereott

4200 APAC

is a company -duly organized and o good sanding under the lass of
Delaw ‘ ‘

dee:

4220 APACGhas authoriny 1 enter imo this Agreement and implentent its terms: and

4230 the pe

MY

on exeeuting this

greement on behall of APAC is duly awthorized o do

4.3, Third Party Adfeamgnts. Assignor acknowledges. lh.u because of one ar more preexisting
agreements with third parties. including their Related Cntities {each third pany and its
Related Hmu‘ a “Third Party Licensee™n. upon or afler Acceptable Completion. each
such Third Pagty Licensee will obtain or will he pronted. a license, release and-or
covenant nol taisue under the Patents, Such licenses. releases and or covenants not to sue

! AL Page o of 16
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X RECORDS AND FEES

may extend «
products or
Licensee prog
shall be due ¢
Party Licensed
mean any en
hereatter acy
Party Licensed
entity “that col

SUCCENOTS 0

s

”
iJ

AP:

Records.

Costs, and Nel
T

Audit, Assigne
anee per L.\!Cl“
unaudited repe
examine AP,
shall hokl in
purposes oth

¢

nan-Related Bntities of cach such Third Party “Licensee whose own

Jees are conbined tie. a combinmion product) with a Third Pamy

. Assignor further acknowledges that no eparare financiul consideration

ayable 1o Assignor in connection with any such agreement with a Third

For the purposes of this Section 4.3, the term Reluted Fatities” shall

. inelucding parent companies and majority ewned subsidiaries, now or.
*d or formed that is directly of indircetls controtled by each such Third
is under common controf with each such Third Pariy Licensee, or an

rals cach such Third Pamy Licensee, as well as all predecessors or
“henrities. ‘

shall keep complete und proper Icu\ld\ of tiie Towd Reeaneries. APAC

Proceeds.

shall have the right. during reasonable business hours. bt ne more than
i aear, 10 audit at Assignor’s expense, the corfeciness ol any previously
-y oan independent public accoumant chosen by snor who m'l\'
s records pertinent 1o this Agreemant, Assignor and {ts :epmmum\ ¢3
widence any such informarion and shall not use the -information for any
han-verilying APACs reporting in connection with this Agreement.

6. ENFORCENENT OF P. '\ CENT RIGHTS, COOPERATION AND BUYBACK OPTION

6.1

6.2

\VIG-01-10

CONFIDENTIAL

Suhjecr 0 lm
efforts 1o purs
to negotiate i
APAC howey
any or all of
“insnees.
negotigie and
The Parties ag
aim other mat
Patenes, Notwg

1 erms and conditions of this Agreement. APAC will use s good faith
w licensing and enforcement of the Patents at its expense and will attempi
enses with companies that APAC believes may be infringing the Patents.
rmay. in its sofe judgment. decide o ingtitute enforcement actions against
{he companies that APAC believes are infringing the Paents. In such

AP \C reseryes the sole right 1o select counsel. direct the litigation. and 1o

determine the terms of any settfement ar other dispesition of such action.

¢ O Iull\ conperate w ith cach other:in any litigation that is brought and
1 in connection with prosecwting, licensing. enforcing or defending the
thstanding any ot the Toregoing, APAC may at ans time 2iect not 10 pursue

licensing or ¢
sole \Imuuxon
anlaw (ul or nll
Patenis. then
pursue Im.mm
such notice
assfgnment, the
ehcumbrance.

terminate upon 1
!

Miick Ont
APAC. rm ;
Payment™ . v
.\uccplahk (
APAC

has eitl
Patents. or (bi

yreement of any of the Patents i APAC determines. inits reasonable and
that any such pursuit would be commerciathy unreasonable or othenise
sl APAC elects not 10 pursue ticensing or enforcement of any of the
PAC shall transmiit writlen notice o Ass gnor of its decision w no longer
or enforcement actions and shall have thiny (301 dayvs from transmitting

nw"n alh APAC righus in and w the Patems back o Assignor (such date of

APAC Assignment Date™ i, <abject 1o ._’.\f_c‘cli(\n 4.3 abhove and any other
ranted o third parties afier the Fiiective D This Agreement shall
he APAC Assignment Dare.

. Assignor shall have the option to pwrchase the Patents back from
ne-time paymem of One (USD S1.0M LS, Dollar (the “Buyback
in a ninety {901 day, period. beginning o (2 vears rom the date of
mpletion (such ninety (907 day period is the “Option Periad™1 anless
er {al filed any action or counterclaim for infringement of ans of the
generated any Total Recoveries from licensing or enforcement of the

Page 7ol 10
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A

Patents (the faitlire of tai and (hi abave shall be reforred 10 as a =Option Event™y, I arder
1 exercise th \pnnn puN..ml 0 .m .\'miun 62w ithin the Oprinn P (ind \«ivnnr
shalt provide
the Patents ur

'; Section 6.2, AFAC shall hau a mnu_\ NU; \Ia} pumd nmn \hc
time it receiv e such notive in which it may care the Option Event giving rise o the right
to purchase l‘,l\ the Patents the “Cure Period™ by either () hlmu an uction (ar
counterclaimy qo ¢nforce any of the Patenis: or 1l gencrating any Tatal Reeas eries and
pasing Assig fir its share of the Net Proceeds. if any. as set for in Section 3.1
enor does ot give APAC notice of ity intention 1o purchase the Patents within the
Option Per md‘.u\ option under this Section 8.2shall lapse.  In the event that Assignar
escreises the njumn under this Section 6.2and APAC does not cure the option exercised
tBuyback™)h APAC shall provide Assignor a Jully exeeated assignment of the Patents
pmmplh withill thirty (30) days Fallowing APACs receipt of the Buy back Pavment and
hall auntomarically terminate.

7. GOVERNING LAW ANDICONSENT TO JURISDICTION

" Conseguential

Chuice ol L
federal lav and
APAC and A
state ar feder
proceeding ar
waive persong
Texas state or

This Agreement shall be governed by and construcd ander applicable
ithe laws o) the State of Texas, excluding any conflict of law provisions.,
snor cach irrevacably consent o the exclusive jurisdiction of amy. Tevas
court sitting in the Eastern Diswict off Teaas. over any suil action or
ng out.of ar relating 1o this Agreement. APAC and Assignor hereby
crviee of any summons, complaint..or other process in any action in-am
teral court sitting in the Fastern District of Texas. and agree’ that -ail
service thereotimay be made by iy cerritied ar registered mail. return veccipt Iu.]lk.\lui
10 the other Paggy s address identitied in the opening paragraph of this Agreement: or tii)
by such other method authorized by the Texas Long Arm Swatute.

ability. Neither APAC nor Assignor shall be lable for any consequence
or damage mmnn vut of ar resulting trom the manufacture, use or sale of products under
the Patents. Infio event shall either Party he entitled 1o special, indirect, consequential
damages. mdudnw lost profits, or punitive damages for breach of this Agreement.

8 CONFIDUNTIALITY

St

CONFIDENTIAL

VGG

Fxcept for the iexistence of this Agreement, all information provided pursuant 1o this
Agreament, mcludmv without limitation, the terms of this Agreement. shall be regarded
as wnluluuuljmlurm.umn C*Confidential Information™ . The Parties agree that, either
thaan s n.qum' by Jaw, they shall not disclose ans nm':dcmial Information and shall
use the unmknll.\l Information only iy the Purposes set forth hercin, Assignor
ke fedges |h ACAPACTS parent company, Acaciy Research ¢ arporation (CAcavia”w is
a publul\ teaded company, and that Acacia may be required o publicly disclose the
signing of thi reement. as well s ceriain terms of the Agreement. Rither Parts may
dmlmg Contideptial Information 1o its financiul advisars. partners, consulams and legal

gors subject 1o confidentinlin obligations a1 feast as stringent as those pravided in
this Agreement;Confidential information shall not include informatian thui:

a1 wasialreads known, atherwise than under an Agreement of seerecy or non-

tihe time of its disclosure;

thy s sed inte the public domain prior 1o or after its disclosure, otherwise
thag through any  act or omission auribwable 1o principais, officers.

Page 8ol 1o

DOM115730



Caseb5:12-cv-02773-BLF  Document83 Filed05/28/14 Pagel0 of 17

cn)pln\ws constltants or agents of the recciving Party < or

(cl \\'1\ subsequently disclosed. otherwise than under an agreement of secree)
ormon use, by a third party that had not acquired the information under an
ohhgalmn af confidentialiny,

T Privilege. The Parties agree shin they may  disclose Contidential
Information i furtherance of their commen Jegal imerest in exploring  business
oppariunitics involving the Parents. including Tiigation involving one or more of such
Patents. Such Confidential Information may e subject o the atormev-client privilege,
work product dmlune or other applicable privilege. The Pacties understand and agrec that
it is theiv.desire, intention and munal understanding thin the sharing of swch Confidential
Intormition 1t intended 1o, and -shall aot. waive or diminish in anyv way the
confidemiality fof such material or its continued protection under the attorney-client
privilege. woik product docirine or other appficable privilege. Al Confidential
Inlormation pmndul by-a Party that is entitled 10 pratection under the attorney -client.
privilege, \\ork product doctrine ar other applicable privilege shall remain emtitled to
such pmluunn under these privileges, this Agreement. and under the joint defense
doctrine, \nthuw in s Section 8.2 shall he interpreted 10 mean that & Parny hereto
would be prev cmed from using Confidential Information in a legal proceeding against the
other Parts hergto based upon a dispute arising/ont of this Agreement: provided that the
other Parny h i been notified i ahaanee of such use or disclosure and been afforded
sufticiem oppdituning 1o seek and abtain confidential reatment by the court or other
entity living jurisdicnion over the matter s hand.

9. MISCELLANEQUS

9.1, Notice. Lxveptias ullowed in Section 1.3 herein with respect o written notification of
Acceptable Completion. all notices or communicitions which either Party may desire, or
be required. toigise or make 1o the ather shall be in writing and shall be deemed to have
been duly gived or made i und when forwarded 1y registered mail. certified mail. or
recognized n\dhr‘hl cotrier W the address set forth below or to sueh other address as a

Yarty shall "z\c o the other in writing delivered at the las uddress specified in the
manner puml' ek by this Agrecment,

To APAC:.
ACACIA PATENT ACQUISITION LLC
6136 Frisco '\qmu Blvd.

Suite 383 g
Friseo, I'N 7."‘(‘),}%3

Phone: 19721 668-9620
Faxi932) 668-9621

To Assignor:
DOMINION ASSETS LLC
46090 Lake Cenver Plazi
Suite 208
Potonie Falls, Virginia 20063
Phone; i

I a0 confirmation of receipt is available ar such notice is refused. the Partics agree that

V6010 f Page o1 16
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9.2,

ERN

9.5,

0.6,

9.

9.9,

! VN

CONFIDENTIAL

S Assignor and A

ereiit. notice shall be decied w hase heen duly wiven ar made theee 131

for the parpos <
rfornanding such notive 1o the other Pty

buosiness davs

ignment. Sucressors, Assignor nuy transter or assign s interestin this Agreement (as
distinguished h\\m the transferability of the Liceme as sa forth in Secl = abowve
provided tht llh. iransieree or assignee (s noran Exclusive Party as deflned in
2.2 above: and i€

Assi

Section
reca 1o he bound by the terms and conditions ot this Agreement in

writing, \P\(sm.\\ namlu or ann it interest in this Agreement 1o an Aftiliae of
APAC pron |duj hat such Affiliate agrees w be bound by all the terms and conditions of

this Agreamentin writing. including the obligation 10 make pasments hercunder, and
such Aftiliate m:n subsequently tansfer its interest in this Agreement e another Affitiate
provided that seh Alfiliate also agrees to be hound by all the terms and conditions af this
Agreement in .:\i\nung‘ including the oblization o make payments hereunder. This
Agreement shall inure o the benelit o, and be binding upon the respective successors.
assigns, heirs h' weliciaries and personal representatives of Assignor and APAC, Nothing
in this \nnmmm whether expressed or implied. shall be wn\uuu! 10 give am person
tother than the Parties and their respective permited successors and assigns i any fegal or
cquitable rightifemedy or cluim under or in respect of this Agreement or any coyvenints.
conditions or prisvisions contained herein, as g third pary beneliciaus or otherwise,

No_Waiver, ”\c, faiture w act upon any defiiull hereunder shall noc be deemed o

constiite a \\.m‘u ol such defaalt,
Provision Tnvabidiv, H for any reason in any jurisdiction in which amy provision of this
Agreement is sought to be enfureed. iny one or migre.of the provisions of this Agreement
shall be held in\!;;lh\l. illegal or uncnforceable in any respect. such holding shall not affec
any ather provision of this Agreement and this Agreement shall be construed as if such
invalid. Hiegal of unenforceable pravision had never been contained thierein,

Lounterparts. “Agreemant may be enectied it several counterparts, each of which
shall constitute @in original, but all of which tegether shall constitule une and the same
instrument, A lt‘\Ld ar e-mailed capy of a signanre page shall be considered an ariginal
for purposes of this Agreement.

Headings, The headings contained in this Agreement have been inseried for conseniem
reterence only and shall ner madii . define. expand or limitany of the provisions of this
Agrecment, ’

Survhal. Liponterminatian” ol 1his Agreement, the rights sranted 10 \(" \InH

automatically terminmte and  such rights shall revert 1o .

{Reporting Pﬂ\mem\l 4 (Representations: and Warvanties ), 5.4 (Records), (Audin,
8 (Conhduumhn Loand 9

7L (Choice of; Lawsy, 7.2 (Conscquential  Liabilin ), §
{Miscellancousyishall survive the termination o this Agreement.
i

Pre \'nhn" Terms. [ any contlier exists between the 1erms of this Agreement and the
? nment in

chibit B. the terms of this Agreement shall control.

i

Broker fees. .A\~fsi«-nor acknowledges thut it rerained the semvices of [Leverage Inc.
{rileverage™s o iassist Assignor with the wansfer of the Patenis contemplated bt een.
Crunder this Agreement. Assignor hereby authorizes the pay ment to
ILeverage pursu it 1o Seetion 3 above and represemis and wagrants that such payment is

Page 10 of 16
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wiven as full ind final smisfaction of alf payments wnd consideration camed by ”..i.'\‘él'ﬂg'u’
in connectioniwith the nasdvr of the Patems Assignar further represents and warrants
ha no n\h\-r-un.d party has been solichied by Assignor o sefl or otherwise convey any
rights or ln(ur-.\h in and w© the Patents. Assignor shudl indemnity and defend APAC
against any and atf claims, osses and damages wesolting from or payable w Heverage for
tir bepkerage or related fees pertaining 1 the Parents, and Giy any chaims, losses and
damages of fany Kind whaseever from or pavable t teverage periaining to this
Agreoment,

9.0, Lotire Asre
with respea
by the Part

i This Agreamem constitutes e entire anderstanding of” the Partues
subyeet nustr and may aor he modified or wuerded. gxcepl in writing

IN WITNESS WHEREOQF, |

he Parties ave execnted this Agreemaent as ol the date set Torth below.

DOMINION \};,.'5,115 LG

w B iRy e
Print Nume: A& ,Zl/’, /c _n
- Tiile: /”zanatu’z ﬁu u/él 7
INEY //5 Jaasa

Trriny Naeae: Doavong | e

STide: Laecutve Vice Pressdent

e | 1/// © // o ,

grage docepts and ayrees o the payment terms of Sgetian 3.1 above.
hehnawledges (hat it is not a party 1o this Agreement nor i third pay
et and waives s and all dghis o enfarcement under this Agreement.
APAC against any and all osses incurred as w sesult of any breach by
dorepesemtations abine.

Aceepted and Agreed: fl oy
Hoeverage fwther sgrees an
paneiivian under this Agredn
Hoevemge hereby indemnitic
H.everage of the agreemems g

ILEVERAGE INC.
2806 La
Suite 20

Sin Franciseo, CA 93122

ana

A

-

CANGE-10 Paye 1 i*i 18
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US PATENTS & APPLICATIONS

Us Us iling Issue Date Title
Patent Appl. iDate ’
No. Na. i
NONCGNAASIVE DETERVINATION OF
SATOTA U7 O87T00 1279 (a2 Lt ags ANALYTE CONCENTRATION IN BODY OF
' MAVNVALS
*OR 271208 v Jviad - na
NONSINVASIVE DETERMINA MON OF
3300004 0% (30§64 1993 (R IR EE] ANALY TE CONCENTRATION USING NON-
CONTINL OUS RADIATION
=8 QA0 F06 N 1943 . : aa

NI FOR SONCTNS ASIVE A EAST RESEST
" e . e OF CUNCENTRA TION OF ANALY TES IN

o --4' G S h : AY B i~ .. . - N g TR e o - . .
MEOIFT 0803962 R BLOGEH T SING CONTINGOUS SPECTRUM

' RADLA FHON

*Expired or Abandoned 1
1

i
FOREIGN PATENTS & .e\vl’l?)‘l('.—\'l'l(')z\'s

on Filing Country Title
Date

Foreign Publicat
Patent or Date
Publication Na,

DLTERNUNA TION OF ANALYTTE
X 1994-10.28 WiPO CONCENTRATION USING NON-
CONTING OUS RADIATION
NONGINVASIVE DETFRMINA TTON OF
1994 10-28 WIPO ANALYTE CONCENTRATION IN
BODY OF NMJANMMALS
NONINVASIVE MEASURING METHOD
AND DENICE OF SPECINVEN
CONCENTRATION USING
ISCONTINUOUS
" Non-imasis e determination of constituent

WOUEIINMAL 19960

WOUIIIAL 196

JPOTIAZI20A2 1905808 194-05-09 Japan

FOO- 1169 PGE-05-06  Europe concentration using nen-continuous
it racliation
X . NONCINVASIVE DFTERMINATION OF
CAZI23I82AA IRERRIRR: 190105150 Cinada ANALYTE CONCENFRATION USING

NON-CONTINLOLS RADIATION
NONANVASIVE DETERNMINATION OF
19041628 Australia ANALYTE CONTENTRATION IN
: ~ BODY OF MAMMALS

ALSUMSOIAL  1996u0

_ NON-INVASIVE DE FERMINATION OF
ALGT86I90A ) (RSN ERE 1000500 Abstrafia ANALYTE CONCENTRATION USING
i ) _— —

\L0-01-10

"
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Foreign Publication Filing Country Title
Patent or Date Date
Publication Na,
NONGENVASINE MEASURFNENT QI
WOIANIAL {0 IEEARTIY WIPO ANALYTE CONCLNTRATION IN
131.000
METHOD AND DENICE TO
crege S e UNINVASIVEL Y MUASURE
BULLLIAL - BSOS Pl CONCENTRATION OF BLOOD
i COMPONENT OF ANINAL
‘ Methed o nen-invasive measurement of
EPGO2IAN6AT - -on 1403506 Furope concentration of analy es in Mood using

CA2I23I353A

LLYNTR

FO05-(3.06G

Canada

cominuus spectrum radiation

METHOD FOR NONGNVASIVE

MEASUREMENT OF
CONCENTRATION OF ANALYTUS IN
BLOOD USING CONTINUOUS
SPECTRUN RADIATION

MHITHOD FOR NON-INVASIVE

MEASUREMENT OF

ALBENO AL 1= 11- POCL-05-0 Australia CONCENTRATION OF ANALYIESIN
) ' BLOOD USING CONTINLOL S
SPECTRUNE RADIATION
s VRO 10 Pave 3ol 16
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EXHIBITSH

Assignmoent
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ASSIGNMENT

WHEREAS. DOMINION A
husiness at 46000 Lake Comer
any suveessors, feanl npluem
title, and interest and ass

ETS LLC. & Delaware fimited labilin company. having a place of
laza, Suite 208 Potamac Fatls, Vieginia 201638 (hereatter. together with
q_n es ar ‘\\ inns (hc:u\l allul \\\I“H()I 1is lhc' owner Ol “the entire right.

AND WHERE.
place af business .
with any successors. IL.":H ng.
entire right. title and-interest i {
all the inventions therein, and

LR - Iimixcd tnbilinn company having a
thereaiter. wgether

of. : Y wants to acquire the
nd o the said V.S, Patents listed in the Exhibit attached hereto. and
wnor is witling to enter into such assignment.

NOW, THEREFORE., eftec
Dellar 151.001 in hand paid
ASSIGNEEF s hereby acknow]
hereby sell, assign, transfer an
Patents listed in the Fxhih
fareign patent applications,

s and re-enaminations
claim priorits ‘on the basis th
right ta eallect and receive an
for injunctive oF alher equitab
discoveries thereol:

a0 and dnconsideration of the <um of One
we and valuable consideration the receipt of which from
cdged. Assignor has sold, assiyoed. transterred and set over, and does
et over 10 ASSIGNEF the entire right. title and interest in and o the U.S,
aftached hereto and all patents, patent applicatrions. foreign patents,
slinuations. continuations in-part. divisionals, oxiensions. renewals,
ed 10 all inventions thereoll including without fimigtion, all rights
ihirs o sue for past, present aud Tutire infringement. including the
ges, rovaltics, or serdements tor such infringements. all rights W sue
elief, and any and all causes of action relating 10 amy of the nventions or

it has full right to convey the entire imerest herein assigned. and thar it
ute, any dgreement in conflice with this Assignment:

Assignor herehy covenants tha
has not eacculed. and will nat ¢

Assignor hereby further covenais and ¢
Knowi o it respecting said pate)

ees that it will communicate 10 ASSIGNEE any and all faes
cand tesfy inany legal proceeding, sign afl laswiul papers. exeeute and
deliver all papers and take and: actions that may be neeesary or desirable 1o pertect the title 1o any
atorementioned patents and inventions. exceute all divisional, continugtion. reexamination. reissue and
substituze applivations, and make all cghtiul caths and yenerally do eversthing possible 10 aid
ASSIGNE 1o obtain and enlorte proper pitent protection for said imventions in all countries.

FOR USPTO RECORDING

CONFIDENTIAL . DOM115737
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IN TESTIMONY \\’I-IERE(}T. I hercunto set my hand this

20
STATE OF

COUNTY OF

On

Public. personally appeared

me or proved o me on the bas
the within instrument and ackné
that by his signature on the insti

exceited the instrunent.

- CONFIDENTIAL

Coday of

DOMINION ASSETS LLC
(Asignor) .

By e e et e

Name

Titke

_before me e UNOn

personally known o

of satisiaetory evidence) o be the person- whose name is subseribed 10
iedged 10 me that he executed the same in his authorized capacity, and
ument the person. or the entine upen beliall of which the person acted.

Leeryfy vnder PENALTY OF PERIURY wider e luws v the
Stare ot o
aned carreer. WITNES:

Ml e arcgeing pavagrapin is ire
my Ihand sondd eijicicd seal

Signusuire of Naan

o | - vl
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